THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.
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DECI SI ON ON APPEAL

This is an appeal fromthe examner’s refusal to all ow

! Application for patent filed Cctober 6, 1993.
According to appellants, the application is a continuation of
Application 07/969, 920, filed Novenber 2, 1992, now U.S.
Patent No. 5,391, 793, issued February 21, 1995.
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claims 1-5 as anmended after final rejection. These are all of
the clains remaining in the application. Caim1l, whichis
the only independent claim is illustrative and reads as
fol | ows:
1. A Ziegler-Natta or Kam nsky catal yst systemfor the
pol ymeri zation of ol efins which conprises, as a cocatal yst, a
conposition of matter which predom nantly conprises
aryl oxyal um noxane contai ning at | east one electron
wi t hdrawi ng group.
THE REFERENCE
Tsutsui et al. (Tsutsui) 5,120, 696 June 9,
1992
THE REJECTI ON
Clainms 1-5 stand rejected under 35 U.S.C. §8 103 as being
unpat ent abl e over Tsutsui .
OPI NI ON
We have carefully considered all of the argunents
advanced by appel lants and the exam ner and agree with
appel l ants that the aforenentioned rejection is not well

founded. Accordingly, this rejection will be reversed.
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Tsut sui di scloses an ol efin polynerization catal yst
conprising a solid titanium catal yst conmponent contai ni ng
titanium nmagnesi um and hal ogen as its essential conponents,
whi ch supports 1) a transition netal conpound containing a
| i gand havi ng a cycl oal kadi enyl skeleton and, if necessary, 2)
an or ganoal um num oxy-conpound (col. 3, lines 1-8). The
or ganoal um num oxy- conpound may be a known al um noxane or a
benzene-i nsol ubl e organoal um num oxy- conpound whi ch the
pat entees state that they discovered (col. 8, lines 27-31).
The di scl osed known al um noxanes i ncl ude di al kyl al um num
aryl oxides (col. 8, line 55 - col. 9, line 3). The benzene-
I nsol ubl e organoal um num oxy- conpounds, the discl osure of
which is relied upon by the examiner in his rejection (answer,
page 3), include conpounds having units which have an aryl oxy
group with 6 to 20 carbon atons (col. 10, line 51 - col. 11,
line 2). The units having an aryl oxy group can be the
predom nant conponent of the organoal um num oxy-conmpound (col .
11, lines 2-11). Tsutsui does not disclose that the aryl oxy
group can be substituted, |let alone be substituted with an
el ectron wi t hdrawi ng group.

The exam ner argues (answer, pages 4-5) that
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it woul d have been obvious to one having ordinary

skill in the art at the tinme the invention was nade

to have used aryl oxy groups with substitutents such

as hal ogens or al kyl groups in the catal yst system

of Tsutsui et al. because such substituted aryl oxy

groups fit the general teaching. Any C6 to C20

aryl oxy group (substituted of unsubstituted) would

be expected to function equivalently because of

their simlar structures.

Appel  ants’ specification (page 2, lines 25-26) states
that al kyl groups are el ectron donating groups rather than
el ectron withdrawi ng groups, and the exam ner has provided no
evidence to the contrary. Thus, the record indicates that
even if the aryl oxy groups disclosed by Tsutsui were
substituted with al kyl groups as argued by the exam ner
(answer, page 5), appellants’ clainmed invention would not be
pr oduced.

As for the examner’s statenent that substituted and
unsubstituted aryl oxy groups woul d be expected to function
simlarly because of their simlar structures, a predecessor
of our reviewi ng court has stated that “[w] hen the PTO seeks
to rely upon a chem cal theory, in establishing a prima facie
case of obviousness, it mnmust provide evidentiary support for
the exi stence and neaning of that theory. [citation omtted]

The known structural rel ationship between adjacent honol ogs,
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for exanple, supplies a chem cal theory upon which a prina
faci e case of obviousness of a conpound may rest.” In re

G ose, 592 F.2d 1161, 1167-68, 201 USPQ 57, 63 (CCPA 1979).
The exam ner has set forth no evidentiary support for his
theory that Tsutsui’s unsubstituted aryl oxy groups are
structurally simlar to aryloxy groups which are substituted
with at | east one electron w thdrawi ng group and, therefore,
woul d have been expected to function simlarly, and we are
awar e of none.

Accordi ngly, we conclude that the exam ner has not
carried his burden of establishing a prina facie case of
obvi ousness of appellants’ clained invention.

DECI SI ON

The rejection of clainms 1-5 under 35 U.S.C. § 103 over

Tsutsui is reversed.

REVERSED

EDWARD C. KI M.I N
Adm ni strative Patent Judge
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BRADLEY R GARRI S
Adm ni strative Patent Judge

TERRY J. OVENS
Adm ni strative Patent Judge
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